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DETAILED ACTION 

1 . This Office Action is responsive to the Application filed 1 1/21/2003. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 8, 10, 11, and 13 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. The specification includes no 
mention of a computer-readable storage medium. The Examiner suggests that to 
overcome this rejection, the Applicant change this wording to a machine-readable 
medium to match that used on page 15 of the specification. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 8-13 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

Regarding claim 8, which is directed to a message. A message is merely a non- 
functional data structure. This subject matter is not limited to that which falls within a 



■ 



Application/Control Number: Page 3 

10/717,607 

Art Unit: 2154 

statutory category of invention because it is not limited to a process, machine, 
manufacture, or a composition of matter. Instead, it includes a data structure per se. 
Non-functional descriptive material does not fall within a statutory category since it is 
clearly not a series of steps or acts to constitute a process, not a mechanical device or 
combination of mechanical devices to constitute a machine, not a tangible physical 
article or object which is some form of matter to be a product and constitute a 
manufacture, and not a composition of two or more substances to constitute a 
composition of matter. 

Regarding claim 8, the "computer-readable medium," in accordance with 
Applicant's specification, may be carrier waves or other propagated signals. This 
subject matter is not limited to that which falls within a statutory category of invention 
because it is not limited to a process, machine, manufacture, or a composition of matter. 
Instead, it includes a form of energy. Energy does not fall within a statutory category 
since it is clearly not a series of steps or acts to constitute a process, not a mechanical 
device or combination of mechanical devices to constitute a machine, not a tangible 
physical article or object which is some form of matter to be a product and constitute a 
manufacture, and not a composition of two or more substances to constitute a 
composition of matter. 

Claim 9, which depends from claim 8, fails to remedy the deficiencies of claim 8 
and so is rejected for the same. 

Regarding claim 10, which is directed to a message. A message is merely a 
non-functional data structure. This subject matter is not limited to that which falls within 
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a statutory category of invention because it is not limited to a process, machine, 
manufacture, or a composition of matter. Instead, it includes a data structure per se. 
Non-functional descriptive material does not fall within a statutory category since it is 
clearly not a series of steps or acts to constitute a process, not a mechanical device or 
combination of mechanical devices to constitute a machine, not a tangible physical 
article or object which is some form of matter to be a product and constitute a 
manufacture, and not a composition of two or more substances to constitute a 
composition of matter. 

Regarding claim 10, the "computer-readable medium," in accordance with 
Applicant's specification, may be carrier waves or other propagated signals. This 
subject matter is not limited to that which falls within a statutory category of invention 
because it is not limited to a process, machine, manufacture, or a composition of matter. 
Instead, it includes a form of energy. Energy does not fall within a statutory category 
since it is clearly not a series of steps or acts to constitute a process, not a mechanical 
device or combination of mechanical devices to constitute a machine, not a tangible 
physical article or object which is some form of matter to be a product and constitute a 
manufacture, and not a composition of two or more substances to constitute a 
composition of matter. 

Claims 11-13, which depend from claim 10, fail to remedy the deficiencies of 
claim 10 and so are rejected for the same. 

The Examiner notes that the rejections associated with carrier waves may be 
overcome by amending the specification so that the term "machine readable medium" is 
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not defined as propagated signals (i.e. carrier waves). Applicant is also cautioned that a 
mere deletion of the mention of propagated signals will likely result in a new matter by 
deletion rejection under 35 USC 112 1st paragraph. Therefore, it is suggested that 
Applicant amends the specification to stated that propgated signals be removed from 
the defintiion of "machine-readable medium" and a new term "transmission media" be 
created to define those kinds of media. The Examiner welcomes the Applicant to 
contact him if Applicant is unsure of how to best amend the specification to overcome 
this rejection. 

The Examiner further notes that claims 8, 10, 1 1, and 13 are merely claiming a 
message structure on a machine readable medium. The machine readable medium 
does not cause a computer to do anything, it merely contains a set of data. One 
possible way to overcome this rejection would be to have the machine readable medium 
executing instructions which cause a processor to transmit a message. 

Claim Rejections ■ 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Ton (US 
2002/0067704). 

Regarding claim 1 , Ton discloses: 
A method comprising: 
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transmitting a binding update (BU) message, containing an identifier that 
indicates whether there is a request for slave home agent information, to a 
master home agent, in a mobile IPv6 environment, wherein the slave home agent 
information is information on a slave home agent that neighbors the master home 
agent. ([0060] discloses a mobile node sending a Mobile IP RRQ (i.e. a binding 
update message) with an indicator inherent in the Mobile IP message format "A", 
which indicates whether or not the sender of the message desires an 
acknowledgement or not. In this case, the acknowledgement, as pointed out in 
the last sentence of [0060] includes alternate HA addresses (i.e. slave home 
agent information), thus the desire to receive an acknowledgement is also the 
desire to receive slave home agent information.) 
Regarding claim 2 as applied to claim 1, Ton discloses: 

wherein when the identifier is set to "1", the identifier indicates that there is 
a request for the slave home agent information, and when the identifier is set to 
"0", the identifier indicates that there is no request for the slave home agent 
information. (A bit value of 1 for the "A" bit in the mobile IP protocol indicates that 
an acknowledgement is desired. A bit value of 0 for the "A" bit in the mobile IP 
protocol indicates that an acknowledgement is not desired.) 
Regarding claim 3 as applied to claims 1-2, Ton discloses: 

wherein the BU message is transmitted in a first round of a binding 
update/binding acknowledgement (BU/BACK) operation. (The RRQ and RRP 
messages exchanged in [0060] - [0062] are equivalent to BU/BACK messages 
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as they both serve the same purpose of setting up a tunnel between a HA and 
MN in a Mobile IP environment) 

4 

7. Claims 4-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Ton. 
Regarding claim 4, Ton discloses: 

A method comprising: transmitting a binding acknowledgement (BACK) 
message, containing slave home agent information, to a mobile node, in a mobile 
IPv6 environment. ([0060] discloses a RRQ (i.e. a BACK message) containing 
alternate HA information (slave home agent information)) 
Regarding claim 5 as applied to claim 4, Ton discloses: 

wherein the slave home agent information comprises: 

an identifier that indicates whether the slave home agent information will 
be transmitted; ([0060] discloses that error code 0 is sent when alternate HA 
information is being sent, [0063] discloses that a non-zero error code is sent 
when alternate HA information is not included.) 

a number of slave home agents; and ([0060] discloses that the Mobile IP 
Alternate HA extension is included, which must inherently include a size (i.e. the 
number of agents) in order to allow proper processing in an IP environment) 

at least one slave home agent address. ([0060] discloses that addresses 
of alternate HAs are sent.) 

Regarding claim 6 as applied to claims 4-5, Ton discloses: 

wherein when the identifier is set to "0", the identifier indicates that the 
slave home agent information will not be transmitted, and when the identifier is 
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set to a predetermined value other than "0", the identifier indicates that the slave 
home agent information will be transmitted. ([0060] discloses that error code 0 is 
sent when alternate HA information is being sent, [0063] discloses that a non- 
zero error code is sent when alternate HA information is not included.) 
Regarding claim 7 as applied to claim 4, Ton discloses: 

wherein the BACK message is transmitted in a first round of a BU/BACK 
operation. (The RRQ and RRP messages exchanged in [0060] - [0062] are 
equivalent to BU/BACK messages as they both serve the same purpose of 
setting up a tunnel between a HA and MN in a Mobile IP environment) 
8. Claims 8-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Ton. 
Regarding claim 8, Ton discloses: 

A binding update (BU) message in a mobile IPv6 environment, containing 
an identifier that indicates whether there is a request for slave home agent 
information, wherein the slave home agent information is information on a slave 
home agent that neighbors a master home agent that receives the BU message. 
([0060] discloses a mobile node sending a Mobile IP RRQ (i.e. a binding update 
message) with an indicator inherent in the Mobile IP message format "A", which 
indicates whether or not the sender of the message desires an acknowledgement 
or not. In this case, the acknowledgement, as pointed out in the last sentence of 
[0060] includes alternate HA addresses (i.e. slave home agent information), thus 
the desire to receive an acknowledgement is also the desire to receive slave 
home agent information.) 
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Regarding claim 9 as applied to claim 8, Ton discloses: 

The BU message of claim 8, wherein when the identifier is set to "1", the 
identifier indicates that there is a request for the slave home agent information, 
and when the identifier is set to "0", the identifier indicates that there is no 
request for the slave home agent information. (A bit value of 1 for the "A" bit in 
the mobile IP protocol indicates that an acknowledgement is desired. A bit value 
of 0 for the "A" bit in the mobile IP protocol indicates that an acknowledgement is 
not desired.) 

9. Claims 10-13 are rejected under 35 U.S.C. 102(b) as being anticipated by Ton. 
Regarding claim 10, Ton discloses: 

A binding acknowledgement (BACK) message in a mobile IPv6 
environment, containing slave home agent information. ([0060] discloses a RRQ 
(i.e. a BACK message) containing alternate HA information (slave home agent 
information)) 

Regarding claim 11 as applied to claim 10, Ton discloses: 
wherein the slave home agent information comprises: 
an identifier that indicates whether the slave home agent information will 

be transmitted; ([0060] discloses that error code 0 is sent when alternate HA 

information is being sent, [0063] discloses that a non-zero error code is sent 

when alternate HA information is not included.) 



Application/Control Number: Page 10 

10/717,607 

Art Unit: 2154 

a number of slave home agents; and ([0060] discloses that the Mobile IP 
Alternate HA extension is included, which must inherently include a size (i.e. the 
number of agents) in order to allow proper processing in an IP environment) . 

at least one slave home agent address. ([0060] discloses that addresses 
of alternate HAs are sent.) 

Regarding claim 12 as applied to claims 10-11, Ton discloses: 

wherein when the identifier is set to "0", the identifier indicates that the 
slave home agent information will not be transmitted, and when the identifier is 
set to a predetermined value other than "0", the identifier indicates that the slave 
home agent information will be transmitted. ([0060] discloses that error code 0 is 
sent when alternate HA information is being sent, [0063] discloses that a non- 
zero error code is sent when alternate HA information is not included.) 
Regarding claim 13 as applied to claims 10-11, Ton discloses: 

wherein slave home agent addresses are arranged in a predetermined 
order according to their priority levels. (Since the home agent is load balanced, 
the home agents sent to the mobile node will all be higher priority than the 
existing node.) 

10. Claim 14 is rejected under 35 U.S.C. 102(b) as being anticipated by Ton. 
Regarding claim 14, Ton discloses: 

A mobile node that carries out binding update (BU) in a mobile IPv6 
environment, the mobile node comprising: 
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a BU message transmission unit that transmits a BU message, containing 
an identifier that indicates whether there is a request for slave home agent 
information, to a master home agent; ([0060] discloses a RRQ (i.e. a BACK 
message) containing alternate HA information (slave home agent information)) 

a binding acknowledgement (BACK) message reception unit that receives 
a BACK message, containing the slave home agent information, from the master 
home agent; and ([0062] discloses that the response to the request is received.) 

a slave home agent information storing unit that stores the slave home 
agent information contained in the BACK message, wherein if the BACK 
message has not been received from the master home agent at a predetermined 
moment of time, the BU message transmission unit transmits the BU message to 
a new master home agent using the slave home agent information stored in the 
slave home agent information storing unit. ([0062] discloses storing the list, 
[0063]-[0064] discloses using the list to send a new request if the primary HA 
fails.) 

1 1 . Claim 1 5 rejected under 35 U.S.C. 102(b) as being anticipated by Ton. 
Regarding claim 15, Ton discloses: 

A home agent that carries out binding update (BU) in a mobile IPv6 
environment, the home agent comprising: 

a BU message reception unit that receives a BU message, containing an 
identifier that indicates whether there is a request for slave home agent 
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information, from a mobile node; ([0060] discloses the HA receiving the RRQ 
message.) 

a slave home agent information transmission determination unit that 
determines whether to transmit the slave home agent information, requested by 
the mobile node, to the mobile node; ([0063] discloses determining whether to 
send the information or not) 

a binding acknowledgement (BACK) message generation unit which 
generates a BACK message, containing the slave home agent information, if the 
slave home agent information transmission determination unit determines to 
transmit the slave home agent information, and generates an ordinary BACK 
message if the slave home agent information transmission determination unit 
determines not to transmit the slave home agent information; and ([0060] and 
[0064] disclose sending acknowledgements with and without the information) 

a BACK message transmission unit that transmits the BACK message 
created by the BACK message generation unit to the mobile node. ([0060] and 
[0064] disclose sending acknowledgements with and without the information) 
12. Claims 16-24 are rejected under 35 U.S.C. 102(b) as being anticipated by Ton. 
Regarding claim 16, Ton discloses: 

A method of discovering a home agent address in a mobile IPv6 
environment, comprising: 

inserting a slave home agent address information request into a first 
binding update (BU) message; and transmitting the first BU message to a master 



Application/Control Number: Page 13 

10/717,607 

Art Unit: 2154 

home agent, transmitting a binding update (BU) message, containing an identifier 
that indicates whether there is a request for slave home agent information, to a 
master home agent, in a mobile IPv6 environment, wherein the slave home agent 
information is information on a slave home agent that neighbors the master home 
agent. ([0060] discloses a mobile node sending a Mobile IP RRQ (i.e. a binding 
update message) with an indicator inherent in the Mobile IP message format "A", 
which indicates whether or not the sender of the message desires an 
acknowledgement or not. In this case, the acknowledgement, as pointed out in 
the last sentence of [0060] includes alternate HA addresses (i.e. slave home 
agent information), thus the desire to receive an acknowledgement is also the 
desire to receive slave home agent information.) 
Regarding claim 17 as applied to claim 16, Ton discloses: 

upon not receiving a binding acknowledgement (BACK) message from the 
master home agent at a predetermined time, inserting the slave home agent 
address information request into a second BU message; and transmitting the 
second BU message to a slave home agent, wherein the slave home agent was 
identified in a previous BACK message, which included slave home agent 
information, and which was received from the master home agent in response to 
a previous BU message that included the slave home agent address information 
request. ([0063]-[0065]) 

Regarding claim 18 as applied to claim 16, Ton discloses: 
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wherein the first BU message comprises a home agent address request 
identification field to indicate whether slave home agent information is needed. 
(As cited in claim 16, the 'A' field serves this purpose) 
Regarding claim 19 as applied to claims 16^17, Ton discloses: 

wherein the second BU message comprises a home address request 
identification field to indicate whether the slave home agent information is 
needed. (As cited in claim 16, the 'A' field serves this purpose) 
Regarding claim 20 as applied to claim 16, Ton discloses: 

receiving a binding acknowledgement (BACK) message from the master 
home agent. .([0060] discloses receiving a RRQ i.e. a BACK message) 
Regarding claim 21 as applied to claims 16 and 20, Ton discloses: 

wherein the BACK message comprises a status field to indicate whether 
slave home agent information is included. (The error code field serves this 
purpose. [0060] and [0063]) 

Regarding claim 22 as applied to claims 16 and 20-21, Ton discloses: 

wherein the BACK message comprises slave home agent information 
when the status field indicates that the slave home agent information is included, 
and wherein the BACK message does not comprise slave home agent 
information when the status field indicates that the slave home agent information 
is not included, (the extra header is included when the error status is 0, otherwise 
it is not. [0060] and [0063]) 

Regarding claim 23 as applied to claims 16 and 20-22, Ton discloses: 
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wherein the BACK message comprises a number-of-slave home agents 
field to indicate a number of candidate slave home agents of higher priority 
levels. ([0060] discloses that the Mobile IP Alternate HA extension is included, 
which must inherently include a size (i.e. the number of agents) in order to allow 
proper processing in an IP environment) 

Regarding claim 24 as applied to claims 16 and 20-23, Ton discloses: 

wherein the number-of-slave home agents field includes the number of 
candidate slave home agents of higher priority levels when the status field 
indicates that the slave home agent information is included, and wherein the 
number-of-slave home agents field does not include the number of candidate 
slave home agents of higher priority levels when the status field indicates that the 
slave home agent information is not included, (the extra header is included when 
the error status is 0, otherwise it is not. [0060] and [0063]) 

Claim Rejections - 35 (JSC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 25-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ton as applied to claims 16 and 20-23 above, and further in view of Ton. 

Regarding claims 25-27, Ton discloses: 
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wherein the BACK message further comprises a home agent address field 
to indicate addresses of the candidate slave home agents, (the Mobile IP 
Extension Field contains addresses, [0060]) 

» 

wherein the home agent address field includes the addresses of the 
candidate slave home agents when the status field indicates that the slave home 
agent information is included, and wherein the home agent address field does 
not include the addresses of the candidate slave home agents when the status 
field indicates that the slave home agent information is not included, (the extra 
header is included when the error status is 0, otherwise it is not. [0060] and 
[0063]) 

Ton discloses all the limitations of claims 25-27, but, does not disclose in the 
same embodiment the ordering of alternative home agents based upon priority, or the 
selection of home agents to be used by the mobile node being based upon priority. 

Ton however, does teach a system for load balancing home agent requests 
between mobile nodes by compiling the information about the current busyness of 
nearby home agents, and suggesting the use of alternate home agents if the current 
agent is busier. See [0045]-[0048]. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the redundancy system disclosed by Ton with the idea of load 
balancing by sending the request to the least busy nearby home agent as taught by Ton 
in order to allow the mobile node to choose a new home agent in a load balanced way 
in the event that the primary home agent is unreachable. 
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Response to Arguments 

1 5. Applicant's arguments filed 1 0/22/2007 have been fully considered but they are 
not persuasive. 

16. Applicant argues that the amendments to claims 8, 10, 11, and 13 do not 
overcome the rejection of these claims under 35 USC 101. The Examiner has 
elaborated upon the reasons for this in the above section. Additionally, Applicant's 
amendment to these claims has resulted in a new ground of rejection for these claims, 
as noted above. 

1 7. Applicant argues that Ton does not disclose any of the limitations of at least 
claim 1. (Applicant argues the same limitations are missing from the other independent 
claims, therefore the Examiner will address such arguments here.) Applicant asserts 
that Ton has no identifier which indicates whether there is a request for slave home 
agent information. Applicant also asserts that the information returned in the 
acknowledgement is not about a neighboring slave home agent. 

18. As stated in the rejection of record, a binding update message inherently 
contains the "A" field, which indicates whether the sender wants an acknowledgement 
or not. In Ton, a sender of the binding update message would know that the 
acknowledgement contains extra information (i.e. the slave home agent information), 
therefore, if an acknowledgement was desired, then this is also inherently the desire of 
the sender of the BU message to receive this slave home agent information. 
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19. The slave home agent (i.e. HA2), must be neighboring the home agent, as in 
figures 2 and 3, these devices send messages to each other, therefore they are 
inherently neighboring. 

Conclusion 

20. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
. extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael E. Keefer whose telephone number is (571) 
270-1591. The examiner can normally be reached on Monday through Friday 9am- 
5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Flynn can be reached on (571) 272-1915. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status inforroj^n for 
published applications may be obtained from either Private PAIR or Public PAI 




Status information for unpublished applications is available through Private 
For more information about the PAIR system, see http://pair-direct.uspto.go^Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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